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DETAILED ACTION 
Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
states. 

Claims 1-3, 5-7, 10, 12-15, 17, 21-23 are rejected under 35 U.S.C. 102(b) as 
being anticipated by JP 58225004 as evidenced by English abstracts (AN 
100:126730 CA and Abstract of JP58225004). 

JP 58225004 discloses a cosmetic lotion composition comprising soybean 
extract comprising daidzein, genistein, and daldzin; and lactic acid and citric acid for 
topical use. See AN 100:126730 CA; instant claims 12, 17, 22. Lactic acid is different 
from citric acid, an alpha hydroxyl acid, and thus meets the "different, tertiary 
component" and "exfoliation-promoting compound" of claims 6 (iii), 7, 17 (ill), and 23. 
The composition contains methyl paraben, an antimicrobial and preservative, and 
fragrance which meets claim 10. The composition contains 0.005-0.1 wt % of isoflavon 
compounds. See Abstract, Constitution. See instant claims 5 and 15. 

The claimed method of "reducing susceptibility to, severity or duration of 
bruising", or "reducing susceptibility to, severity or duration of bruising in 
perimenopausal or menopausal women" is met by using the prior art composition. See 
instant claims 1,13, 14. Where the claimed and prior art products are identical or 
substantially identical in structure or composition, or are produced by identical or 
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substantially identical processes, a prinna facie case of either anticipation or 
obviousness has been established. See In re Best . 562 F.2d 1252, 1255, 195 USPQ 
430, 433 (CCPA 1977). "When the PTO shows a sound basis for believing that the 
products of the applicant and the prior art are the same, the applicant has the burden of 
showing that they are not." See In re Soada . 91 1 F.2d 705, 709, 15 USPQ2d 1655, 
1658 (Fed. Cir. 1990). The claimed method is inherently practiced by using the prior art 
composition, since the prior art uses the same method step of topically applying a 
composition comprising soybean extract and an alpha hydroxyl acid. 

Claims 1, 12-14, 17, and 22 are rejected under 35 U.S.C. 102(a) as being 
anticipated by Wei (US 5824702). 

Wei discloses a cosmetic composition comprising genistein, a soybean extract, 
and alpha hydroxyl acid for topical use. See columns 5-6, Example 6 (10); instant 
claims 12, 17, 22. 

The claimed method is inherently practiced by using the prior art composition, 
since the prior art uses the same method step of topically applying a composition 
comprising soybean extract and an alpha hydroxy acid. See Instant claims 1,13, 14. 

Claim Rejections - 35 USC § 103 

The following Is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth In this Office action: 

(a) A patent may not be obtained though the invention is not identically discbsed or described as set 
forth in sectbn 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
PatetTtabiiity shall not be negatived by the manner in which the inventton was made. 
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This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

Claims 8, 9, 28, and 29 are rejected under 35 U.S.C. 103(a) ) as being 
unpatentable over JP 58225004 as evidenced by Englisli abstracts (AN 
100:126730 CA and Abstract of JP58225004) as applied to claims 1-3, 5-7, 10, 12- 
17, 21-23 above, and further in view of Ptcheiintsev et al. (US 5834513). 

'004 patent fails to teach 3,6,9-trioxaundecanedioic acid. 

Ptcheiintsev et al. teach a topical cream for acne, skin blemishes and age spots, 
comprising 3 % by weight of lactic acid and 3, 6, 9-trioxaundecanedioic acid. See 
Example 6; instant claim 8. The formulation also contains retinol. See instant claim 9. 
The reference teaches using bio-flavonoids such as diadzein and genistein. See col. 9, 
lines 23 - 26. The reference teaches that oxa compounds is used in topical 
applications as an exfoliating agent to treat, among others, aging skin, wrinkles and fine 
lines, loss of skin resilience, and elasticity, dry skin, hyperkeratosis, age spots, 
melasmas, blemished skin, acne, psoriasis, eczema, inflammatory dermatoses, etc. 
See col. 2, line 54 - col. 3, line 3. 
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It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have modified the composition of '004 patent by incorporating 3, 
6, 9-trioxaundecanedioic acid as motivated by Ptchelintsev et al. because 1) both teach 
cosmetic compositions comprising lactic acid; 2) Ptchelintsev et al. teach the 
derrratological benefits of the oxa compound, including treating aging skin, dry skin, 
acne, etc., and also teaches using bio-flavonoids (diadzein and genistein, which are 
found in soy extract). The skilled artisan would have had a reasonable expectation of 
successfully producing a stable cosmetic composition. 

Claim 11 is rejected under 35 U.S.C. 103(a) as being unpatentable over JP 
58225004 as evidenced by English abstracts (AN 100:126730 CA and Abstract of 
JP58225004) as applied to claims 1-3, 5-7, 10, 12-17, 21-23 above, and further in 
view of Chajuss (US 5871743). 

The reference fails to specifically teach the dosage of the composition. 

Chajuss teaches using aqueous-alcohol extract of soybean comprising 
isoflavones to make a topical composition for ameliorating skin disorders in the form of 
creams, lotions, etc. See col. 1 , line 10 - col. 2, line 52. The reference teaches 
topically applying in daily basis a moisture mixture comprising one part by weight of the 
soy extract to treat acne. See Example II; instant claim 1 1 . The reference teaches 
formulating the compositions with or without additional inert or active ingredients, 
including drugs or other ingredients, colorants, perfumes, perfumes, preservatives, etc. 
See col. 2, lines 26 - 39. 
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It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have used the composition of '004 patent on regular basis as 
motivated by Chajuss because both references are directed to topical composition 
comprising soy extracts to treat dermatological disorders. The skilled artisan would have 
had a reasonable expectation of successfully treating the skin disorders by 
administering the composition on a repeated regular basis. 

Conclusion 

No claims are allowed. 

Any inquiry concerning ttiis communication or earlier communications from the 
examiner should be directed to Gina C. Yu whose telephone number is 571-272-8605. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Sreeni Padmanabhan can be reached on 571-272-0629. The fax phone 
number for the organization where this application or proceeding Is assigned Is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Infomriation Retrieval (PAIR) system. Status Information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more Infornration about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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